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DETAILED ACTION 
Election/Restrictions 

1 . This application contains claims directed to the following patentably distinct 
species: 

Species I, as seen in Fig. 7A, is directed towards a unilimb circuit having an inner 
and outer conduits that are both pleated. 

Species II, as seen in Fig. 13A, is directed towards a unilimb circuit having an 
inner conduit that is pleated and an outer conduit with a fixed length. 

The species are independent or distinct because the operability for species I is 
different from species II. 

Applicant is required under 35 U.S. C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, no claims are generic. 

Applicant is advised that a reply to this requirement must include an identification 
of the species that is elected consonant with this requirement, and a listing of all claims 
readable thereon, including any claims subsequently added. An argument that a claim 
is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1.141. If claims are added after 
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the election, applicant must indicate which are readable upon the elected species. 
MPEP § 809.02(a). 

2. During a telephone conversation with Dan Schein on 9/26/06 a provisional 
election was made without traverse to prosecute the invention of Species I, claims 1-29. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claim 30 is withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as 
being drawn to a non-elected invention. 

3. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Information Disclosure Statement 

4. The information disclosure statements (IDS) submitted on 8/24/06, 12/28/05 and 
5/23/06 are in compliance with the provisions of 37 CFR 1.97. Accordingly, the 
information disclosure statements are being considered by the examiner. 

Claim Rejections - 35 CISC §112 

5. The following is a quotation of the second paragraph of 35 U.S. C. 11 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 11-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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7. Claims 11-14 recite the limitations "said first tube", "said second tube" and "said 
outer tube". There are insufficient antecedent basis for these limitations in the claims. 

8. Claim 15 recites the limitation "the pleats" and "said first pleated". There are 
insufficient antecedent basis for these limitations in the claims. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1-3, 15, 17 and 26-28 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US 4,463,755 to Suzuki. 

(claim 1) Suzuki teaches a multilumen, unilimb breathing circuit comprising first 2 
and second 5 conduits, each of the conduits having a proximal and a distal end (see 
Fig. 1 ), wherein the proximal end of the first conduit can be operatively connected to an 
inlet for respiratory gases via port 17, and the second conduit can be can be operatively 
connected to an outlet for respiratory gases via port 6, wherein the first and second 
conduits comprise pleated or corrugated tubing (col. 5, lines 26-39); and wherein the 
first and second conduits meet the flow requirements for spontaneous or assisted 
ventilation. 

(claims 2 and 3) The first and second conduits have a common proximal fitting 
(Fig. 6) and a common distal fitting (Fig. 4). 
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(claim 15) Fig. 1 shows the first and second conduit comprising pleats or 
corrugation having wavelengths that are proportional in size. 

(claim 17) The first conduit is contained within the second conduit, see Fig. 1. 
(claims 26-28) Suzuki teaches an anesthesia system (col. 1, line 14). 
Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

13. Claims 4-14, 16, 18-20 and 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Suzuki in view of WO 85/05277 to Clawson et al. 

(claim 4) Suzuki teaches the first and second conduits formed from corrugated 
tubing (col. 5, lines 26-39) but is silent with regards to the conduits being able to retain 
its shape after axial extension or contraction, wherein the first conduit will expand or 
contract in length with corresponding axial expansion or contraction of the second 
conduit. 
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However, Clawson teaches a multilumen, unilimb breathing circuit comprising a 
first 108 and second 110 conduits; wherein the conduits are formed from pleated or 
corrugated tubing that is capable of retaining its shape (page 5, first complete 
paragraph); and wherein the first and second conduits have common proximal and 
distal ends (Fig. 4) so that when the second conduit is expanded or contracted, the first 
conduit will simultaneously expand and contract along with the second conduit. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the device of Suzuki to use the corrugated tubing 
of Clawson because using Clawson's corrugated tubing eliminates the need of stocking 
and shipping breathing circuits of different lengths (page 3, second paragraph). 
Clawson's corrugated tubing can be increased or decreased to a desired length without 
cutting or substitution. 

(claims 5-7) Suzuki teaches the first and second conduits having a common 
proximal fitting (Fig. 6) and a common distal fitting (Fig. 4): Therefore, the modified 
breathing circuit of Suzuki/Clawson will also have a first and second conduits sharing a 
common proximal fitting and a common distal fitting. 

(claims 8-10) It would be inherent that axially extending or contracting the 
modified breathing circuit of Suzuki/Clawson would also adjust the volume within the 
first or second conduit; i.e., a shorter tubing would have less volume than a longer 
tubing. 

(claims 11-14) Clawson teaches the first or inner conduit made of the corrugated 
tubing that can retain its shape. Therefore, the modified first conduit of Suzuki/Clawson 
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could have a longer length that the second conduit when the first conduit is not 
constrained by the mutual fittings since the first conduit could be extended to a retained 
length and the second conduit could be contracted to a shorter, retained length. 

(claim 16) The combination of Suzuki/Clawson discloses the claimed invention 
except for the conduits having a resistance to flow of less than about 6 cm H20 at flow 
rates of up to about 60 l/min. However, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to arrive at the recited ranges, since it 
has been held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re 
Allen 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). Furthermore, it would be 
obvious to arrive at the recited ranges since Suzuki teaches a device used for providing 
breathable gases to a patient. 

(claims 18-20) Suzuki teaches the first conduit contained within the second 
conduit and being coaxial therewith (Fig. 1). 

(claim 29) Suzuki teaches an anesthesia system (col. 1 , line 14). 
14. Claims 21 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Suzuki in view of US 5,778,872 to Fukunaga et al. 

Suzuki teaches all the limitations of the claims but is silent with regards to the 
proximal fitting having at least two lumens with filters. However, Fukunaga teaches a 
similar unilimb breathing circuit having a proximal fitting with two lumens having filters 
(158,168). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to modify the proximal fitting of Suzuki to include the 
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two filters taught by Fukunaga because it prevent other components connected 
proximally of the filter from contamination by patient expiratory gases. 
15. Claims 22-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Suzuki in view of Clawson et al. and in further view of US 5,778,872 to 
Fukunaga et al. 

The above combination of Suzuki/Clawson teaches all the limitations of the 
claims but is silent with regards to the proximal fitting having at least two lumens with 
filters. However, Fukunaga teaches a similar unilimb breathing circuit having a proximal 
fitting with two lumens having filters (158,168). Therefore, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to modify the 
proximal fitting of Suzuki/Clawson to include the two filters taught by Fukunaga because 
it prevent other components connected proximally of the filter from contamination by 
patient expiratory gases. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Darwin P. Erezo whose telephone number is (571) 272- 
4695. The examiner can normally be reached on M-F (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anhtuan T. Nguyen can be reached on (571 ) 272-4963. The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 
273-8300. 



Application/Control Number: 10/777,772 



Page 9 



Art Unit: 3731 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Darwin P. Erezo 
Examiner 
Art Unit 3731 
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